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DETAILED ACTION 


Claim Rejections - 35 USC § 102 


1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-6, 8-10,12-15 and 19 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Laurila et al. (Laurila), U. S. Patent No. 6,591,116. 

Regarding claim 1, Laurila discloses in a data communication system including a 
wireless subsystem for the transmission of data packets between a server and a 
wireless handset having a voice/data capability selectable between first and second 
operating modes, a method of selecting the operating mode of the handset after 
wireless communication is established between the handset and the subsystem, which 
comprises the steps of: 

associating, with the system, a data base (i.e., inherent to SIM/USIM) containing 
data indicative of the operating mode capability of the subsystem (col. 3, lines 16-21); 

transmitting query messages on the system (i.e., reads on SIM/USIM system) 
from the handset to the data base to retrieve such capability data (col. 6, lines 37-51); 
and 
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operating the handset in the second mode (i.e., reads on "support for UMTS 
authentication) if the retrieved capability data indicates that the subsystem (e.g., 
network 2, see Fig. 2) is capable of operation in the second mode (col. 6, lines 47-53). 

Regarding claims 2 and 5, Laurila is applied just as in claim 1 and additionally 
discloses in a data communication system (see Fig. 2) for transmitting data packets 
between a server and a wireless handset having a voice/data capability selectable 
between first and second operating modes, the system comprising, in combination, first 
and second wireless subsystems (wireless base station) coupled to the server, the first 
subsystem (and first base station) being operable in the first mode, the handset being 
initially in wireless communication with the first subsystem (first base station) in the first 
mode, a method of selecting the operating mode of the handset in connection with a 
handoff of the handset from the first subsystem (first base station) to the second 
subsystem (second base station), which comprises the steps of: 

transmitting query messages on the system from the handset to the data base 
(inherent to SIM/USIM) after execution of the handoff to retrieve such capability data 
(col. 5, lines 64 to col. 6, line 40). 

Regarding claim 3, Laurila discloses a method as defined in claim 2, in which the 
query messages contain information identifying the subsystem (i.e., reads on whether 
GSM or UMTS) to which the handset is then connected (col. 6,lines 47-67) . 

Regarding claim 4, Laurila discloses a method as defined in claim 3, in which the 
query messages further contain information inherently identifying the current specific 
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latitude-longitude location (i.e., inherent to Location Update message) of the handset 
(col. 6,lines 28-31). 

Regarding claim 6, Laurila discloses in a data communication system for 
transmitting data packets between a wireless handset having a voice/data capability 
selectable between first and second operating modes and a server designated as a first 
Internet destination port for the handset, the system comprising, in combination, first 
and second wireless subsystems coupled to the server through the Internet, the first 
subsystem being operable in the first mode, the handset being initially in wireless 
communication with the first subsystem in the first mode, a method of selecting the 
operating mode of the handset in connection with a handoff of the handset from the first 
subsystem to the second subsystem, which comprises the steps of: 

associating, with the system, a data base (SIM/USIM) containing data indicative 
of the operating mode capability of the second subsystem (i.e., reads on network 2) 
(col. 3,lines 16-21); 

transmitting query messages on the system from the handset to the data base 
after execution of the handoff to retrieve such capability data (col. 6,lines 28-46) ; and 

switching the handset into the second mode if the retrieved capability data 
indicates that the second subsystem is capable of operation in the second mode (e.g., 
UMTS authentication) (col. 6, lines 57-67). 

Regarding claim 8, Laurila discloses a method as defined in claim 6, in which the 
data base further contains configuration data (i.e., reads on user profile configuration 
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applications) useful for efficient radio communication between the handset and the 
second subsystem in the second mode (col. 6, lines 47-53). 

Regarding claim 9, Laurila discloses in a data communication system for 
transmitting data packets between a server and wireless handset having a voice/data 
capability selectable between first and second operating modes, the system comprising, 
in combination, a first wireless subsystem including a first base station coupled to the 
server through the Internet and operable in the first mode, and a second wireless 
subsystem including second and third base stations coupled to the server through the 
Internet, the second base station being operable in the first mode, the handset being 
initially in wireless communication with the first base station in the first mode, a method 
of selecting the operating mode of the handset in connection with a handoff of the 
handset from the first base station to the second base station, which comprises the 
steps of: 

associating, with the system, a data base (SIM/USIM) containing data indicative 
of the operating mode capability of the third base station (col. 3, lines 16-21 ); 

transmitting query messages on the system from the handset to the data base 
over the second base station after the handoff to retrieve such capability data (col. 6, 
lines 16-46); 

switching the handset into the second mode if the retrieved capability data 
indicates that the inherent third base (i.e., reads on the fact that other networks may be 
present, for example "network C", see col. 3,lines 58-60 and col. 7,line 59 to col. 8, line 
28) station is capable of operation in the second mode (col. 6, lines 47-67); and 
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establishing wireless communication between the handset and the inherent third 
base station (i.e., reads on the fact that other networks may be present, for example 
"network C M f see col. 3, lines 58-60 and col. 7, line 59 to col. 8, line 28) when the 
operating mode of the handset is switched (col. 6,lines 47-53). 

Regarding claim 10, Laurila discloses in a data communication system for 
transmitting data packets between a wireless handset having a voice/data capability 
selectable between first and second operating modes and a server designated as a first 
Internet destination port for the handset, the system comprising, in combination, a first 
wireless subsystem including a first base station coupled to the server through the 
Internet and operable in the first mode, and a second wireless subsystem including 
second and third base stations coupled to the server through the Internet, the second 
base station being operable in the first mode, the handset being initially in wireless 
communication with the first base station in the first mode, a method of selecting the 
operating mode of the handset in connection with a handoff of the handset from the first 
base station to the second base station, which comprises the steps of: 

associating, with the system, a data base (SIM/USIM) containing data indicative 
of the operating mode capability of the third base station (col. 3,lines 16-21 ); 

transmitting query messages on the system from the handset to the data base 
over the second base station after the handoff to retrieve such capability data (col. 
6,lines 16-46); 

switching the handset into the second mode if the retrieved capability data 
indicates that the inherent third base (i.e., reads on the fact that other networks may be 
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present, for example "network C", see col. 3,lines 58-60 and col. 7,line 59 to col. 8, line 
28) station is capable of operation in the second mode (col. 6, lines 47-67); and 

establishing wireless communication between the handset and the inherent third 
base station (i.e., reads on the fact that other networks may be present, for example 
"network C", see col. 3, lines 58-60 and col. 7, line 59 to col. 8, line 28) when the 
operating mode of the handset is switched (col. 6, lines 47-53). 

Regarding claim 12, Laurila discloses in a wireless handset operable in a 
selectable one of first and second voice/data modes for exchanging data packets with a 
remote machine through a data communication system, the system comprising, in 
combination, a first wireless subsystem coupled to the remote machine and operable in 
the first mode, a second wireless subsystem coupled to the remote machine, and a data 
base associated with the system and containing data indicative of the operating mode 
capability of the second subsystem, the handset being initially in radio communication 
with the first subsystem in the first mode, the handset being switchable into radio 
communication with the second subsystem in response to the execution of a handoff of 
the handset from the first subsystem to the second subsystem: 

means responsive to the execution of the handoff for generating a capability data 
request to be transmitted to the data base through the first subsystem (i.e., reads on 
VLR of network 2 sending a query through HLR of network 1 ) to retrieve the capability 
data (col. 6,lines 15-36); and 

means responsive to the retrieved capability data for switching the handset from 
the first mode to the second mode if the retrieved capability data indicates that the 
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second subsystem (i.e., reads on VLR or network 2, e.g., UMTS authentication) is 
capable of operation in the second mode (see col. 6, lines 47-67). 

Regarding claim 13, Laurila discloses in a data communication system for 
transmitting data packets between a server and a wireless handset operable in a 
selectable one of first and second voice/data modes, the system comprising, in 
combination, a first wireless subsystem coupled to the server and operable in the first 
mode, and a second wireless subsystem coupled to the server, the handset being 
initially in radio communication with the first subsystem in the first mode, the handset 
being switchable into radio communication with the second subsystem in response to 
the execution of a handoff of the handset from the first subsystem to the second 
subsystem: 

a data base (i.e., reads on SIM/USIM) associated with the system and 
containing data indicative of the operating mode capability of the second subsystem 
(col. 3,lines 16-21); 

means associated with the handset and operative in the event of a handoff of the 
handset from the first subsystem (i.e., reads on network 1 ) to the second subsystem 
(i.e., reads on network 2) for interrogating (requesting) the data base (SIM/USIM) over 
the system to retrieve the capability data (col. 6,lines 16-53); and 

means associated with the handset and responsive to the retrieved capability 
data for operating the handset in the second mode (e.g., UMTS authentication) after 
such handoff if the retrieved capability data indicates that the second subsystem is 
capable of operation in the second mode (col. 6, lines 47-67). 
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Regarding claim 14, Laurila discloses in a data communication system for the 
transmission of data packets between a server and a wireless handset having a 
voice/data capability selectable between first and second modes, the system comprising 
a base station coupled to the server and in radio communication with the wireless 
handset: 

a data base (SIM/USIM) associated with the system and containing data 
indicative of the operating mode capability of the base station (col. 3,lines 16-21); 

means associated with the handset for transmitting query messages on the 
system from the handset to the data base to retrieve such capability data; and means 
responsive to the retrieved capability data for operating the handset in the second mode 
if the retrieved capability data indicates that the base station is capable of operation in 
the second mode (col. 6,lines 24-67). 

Regarding claim 15, Laurila discloses in a data communication system for 
transmitting data packets between a server and a wireless handset operable in a 
selectable one of first and second voice/data modes, the system comprising first and 
second base stations coupled to the server, the first base station being operable in the 
first mode, the handset being in initial wireless communication with the first base station 
and switchable into wireless communication with the second base station when handed 
off to the second base station: 

a data base associated with the system and containing data indicative of the 
operating mode capability of the second base station (col. 3, lines 16-21); 
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means associated with the handset and operative in the event of a handoff of the 
handset from the first base station to the second base station for interrogating (i.e, 
reads on requests) the data base over the system to retrieve the capability data (col. 6, 
lines 37-40) ; and 

means associated with the handset and responsive to the retrieved capability 
data for operating the handset in the second mode after such handoff if the retrieved 
capability data indicates that the second base station is capable of operation in the 
second mode (col. 6,lines 47-67). 

Regarding claim 19, Laurila discloses in a data communication system for 
transmitting data packets between a wireless handset having a voice/data capability 
selectable between first and second operating modes and a server designated as a first 
Internet destination port for the handset, the system comprising, in combination, a first 
wireless subsystem including a first base station coupled to the server through the 
Internet and operable in the first mode, and a second wireless subsystem including 
second and third base stations coupled to the server through the Internet, the second 
base station being operable in the first mode, the handset being initially in wireless 
communication with the first base station in the first mode and switchable into wireless 
communication with the second base station when handed off from the first base station 
to the second base station: 

a data base associated with the system and containing data indicative of the 
operating mode capability of inherent the third base station (col. 3, lines 16-21 and lines 
58-59 and col. 7,lines 59-60); 
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means associated with the handset and operative after execution of a handoff of 
the handset from the first base station to the second base station for interrogating the 
data base over the second base station to retrieve the capability data (col. 6, lines 16- 
46); 

means associated with the handset and responsive to the retrieved capability 
data for operating the handset in the second mode if the retrieved capability data 
indicates that the third base station is capable of operation in the second mode (col. 
6,lines 47-67); and 

means coupled to the operating means and effective when the handset is 
operated in the second mode for establishing wireless communication between the 
handset and the inherent third base station (col. 6,lines 46-66 and col. 7,lines 59-67). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 7,1 1 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Laurila, in view of Kannas et al. (Kannas), U.S. Patent No. 6,683,853. 

Regarding claims 7. 1 1 and 20, Laurila discloses a method as defined in claims 
6, 10 and 19, respectively, but fails to explicitly disclose in which the associating step 
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comprises designating the data base as a second Internet destination port for the 
handset. 

In a similar field of endeavor, Kannas discloses comprises designating the data 
base as a second Internet destination port for the handset. 

At the time of the invention it would have been obvious to one of ordinary skill in 
the art to modify Laurila to include an Internet server as a n Internet designation port for 
the purpose of providing an end-to-end transfer of user data between the terminal of the 
user equipment and a data network point-of-presence, as taught by Kannas. 
5. Claims 16-18 and 21-22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Laurila, in view of Henry et al. (Henry), U.S. Patent No. 6,157,845. 

Regarding claim 16, Laurila discloses in a data communication system for 
transmitting data packets between a first server and a wireless handset operable in a 
selectable one of first and second voice/data modes, the system comprising first and 
second wireless subsystems coupled to the first server, the first subsystem being 
operable in the first mode, the handset being in initial wireless communication with the 
first subsystem and switchable into wireless communication with the second subsystem 
when handed off to the second subsystem: 

means associated with the handset and operative in the event of a handoff of the 
handset from the first subsystem to the second subsystem for interrogating the data 
base over the system to retrieve the capability data; and means associated with the 
handset and responsive to the retrieved capability data for operating the handset in the 
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second mode after such handoff if the retrieved capability data indicates that the second 
subsystem is capable of operation in the second mode (col. 6, lines 16-67). 

Laurila fails to explicitly disclose a second server associated with the system; and 
an inherent data base incorporated in the second server and containing data indicative 
of the operating mode capability of the second subsystem. 

In a similar field of endeavor, Henry discloses a second server associated with 
the system; and an inherent data base incorporated in the second server and 
containing data indicative of the operating mode capability of the second subsystem(col. 
9,lines 50-65). 

At the time of the invention it would have been obvious to one ordinary skill in the 
art to modify Laurila to include a database within a server (e.g., in or coupled to HLR or 
VLR) for the purpose of permitting interoperability among service providers and/or 
networks. Even Laurila suggests that a HLR may store information about SIM/USIM 
capabilities (col. 6,lines 16-21) 

Regarding claim 17, Laurila as modified by Henry discloses a system as defined 
in claim 16, in which the first and second servers are designated as first and second 
Internet destination ports, respectively, for the handset (see Henry, col. 6,lines 16-21). 

At the time of the invention it would have been obvious to one ordinary skill in the 
art to modify Laurila to include a database within a server (e.g., in or coupled to HLR or 
VLR) for the purpose of permitting interoperability among service providers and/or 
networks. Even Laurila suggests that a HLR may store information about SIM/USIM 
capabilities (col. 6, lines 16-21) 
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Regarding claim 18, Laurila as modified by Henry discloses a system as defined 
in claim 16, in which the data base further contains configuration data useful for efficient 
radio communication between the handset and the second subsystem in the second 
mode (see Laurila col. 6, lines 47-53). 

Regarding claim 21, Laurila discloses in a data communication system for 
transmitting data packets between a wireless handset having a voice/data capability 
selectable between first and second operating modes and a first server designated as a 
first Internet destination port for the handset, the system comprising, in combination, a 
first wireless subsystem including a first base station coupled to the first server through 
the Internet and operable in the first mode, and a second wireless subsystem including 
second and third base stations coupled to the first server through the Internet, the 
second base station being operable in the first mode, the handset being initially in 
wireless communication with the first base station in the first mode and switchable into 
wireless communication with the second base station when handed off from the first 
base station to the second base station: 

means associated with the handset and operative after execution of a handoff of 
the handset from the first base station to the second base station for interrogating the 
data base over the second base station to retrieve the capability data (col. 6, lines 23- 
46); 

means associated with the handset and responsive to the retrieved capability 
data for operating the handset in the second mode if the retrieved capability data 
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indicates that the third base station (e.g., network C) is capable of operation in the 
second mode (col. 6,lines 46-53 and col. 7,lines 59-67); and 

means coupled to the operating means and effective when the handset is 
operated in the second mode for establishing wireless communication between the 
handset and the third base station (col. 6,lines 47-67). 

Laurila fails to explicitly disclose a second server associated with the system; a 
data base incorporated in the second server and containing data indicative of the 
operating mode capability of the third base station.. 

Henry discloses a second server associated with the system; and an inherent 
data base incorporated in the second server and containing data indicative of the 
operating mode capability of the third base station (col. 9, lines 51-65). 

At the time of the invention it would have been obvious to one ordinary skill in the 
art to modify Laurila to include a database within a server (e.g., in or coupled to HLR or 
VLR) for the purpose of permitting interoperability among service providers and/or 
networks. Even Laurila suggests that a HLR may store information about SIM/USIM 
capabilities (col. 6,lines 16-21) 

Regarding claim 22, Laurila as modified by Henry discloses a system as defined 
in claim 21 , in which the second server is designated as a second Internet destination 
port for the handset (see Henry, col. 9,lines 51-65). 

At the time of the invention it would have been obvious to one ordinary skill in the 
art to modify Laurila to include a database within a server (e.g., in or coupled to HLR or 
VLR) for the purpose of permitting interoperability among service providers and/or 
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networks. Even Laurila suggests that a HLR may store information about SIM/USIM 
capabilities (col. 6, lines 16-21) 


6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Finkdikli, U.S. Patent No. 6,044,271, discloses a system and method for handing 
off a cellular call. 

Pecen et al., U.S. Patent No. 6,631 ,259, dsicloses a method for enabling receipt 
of a packet switched page by a mobile station. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joy K Contee whose telephone number is 703-308- 
0149. The examiner can normally be reached on 5:30 a.m. to 2:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marsha Banks-Harold can be reached on 703-305-4379. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 


Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-306- 
0377. 


Conclusion 


872-9306. 



February 6, 2004 



